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Well-known Marks
Doctrine: Where Do
We Go From Here?

I. Introduction

Have you ever been traveling to another
country and noticed a restaurant you
thought that you recognized from back
home only to dine there and find a differ-
ent quality of food and service? The point
of trademarks is to allow consumers to
associate goods and services with a partic-
ular mark so when consumers see the mark
they know what to expect for their money.
Companies invest large sums of money to
create this brand recognition. It is unfair to
allow others to impede upon that recogni-
tion simply because the business has yet to
use the mark in commerce in that country.
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The well-known marks doctrine is used to
stop these trademark pirates.

Two recent court decisions have illumi-
nated two very important issues regard-
ing the doctrine, namely, its validity in
federal law and the test to be used to
apply the doctrine. The Second Circuit
Court of Appeals determined that the
well-known marks doctrine has no basis
in federal trademark law.! Prior to the
Second Circuit decision invalidating the
doctrine in federal law, the Ninth Circuit
Court of Appeals created a test to apply
the well-known marks doctrine based on
the goals of trademark law and the doc-
trine? This article discusses the recent
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